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Serial Number: 09/867,973 
Art Unit: 1724 

The Terminal Disclaimer filed January 13, 2003 has been 
entered, and is deemed to overcome the provisional obviousness- 
type double patenting rejection applied in the previous Office 

Action. 

Claim 11 is rejected under the judicially created doctrine 
of obviousness-type double patenting as being unpatentable over 
claim 5 of U.S. Patent No. 6,379,564. Although the conflicting 
claims are not identical, they are not patentably distinct from 
each other because claim 11 of the instant application does not 
preclude the presence of a nonwoven fiber web, as recited in 
claim 1 (i.e. parent to claim 5, of U.S. Patent No. 6,379,564. 

Claims 1 and 5 are rejected under the judicially created 
doctrine of obviousness-type double patenting as being 
unpatentable over claim 5 of U.S. Patent No. 6,379,564 in view of 
DeJovine (U.S. Patent No. 4,144,166,. Claims 1 and 5 of the 
instant application differ from claim 5 of U.S. Patent No. 
6,379,564 by reciting a specific antioxidant material. DeJovine 
discloses treating lubricating oil with an antioxidant of the 
type recited (see col. 11. lines 48-53). It would have been 
obvious to one of ordinary skill in the art at the time the 
invention was made to employ the antioxidant of DeJovine as the 

6,379,564, since this secondary reference antioxidant is capable 
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of preventing undesirable oxidation of lubricating oil in 
substantially the same manner as the antioxidant in claim 5 of 
U.S. Patent No. 6,379,564, to produce substantially the same 
results . 

The nonstatutory double patenting rejection is based on a 
judicially created doctrine grounded in public policy (a policy 
reflected in the statute) so as to prevent the unjustified or 
proper timewise extension of the "right to exclude" granted by 
a patent and to prevent possible harassment by multiple 

ni?™ 1046, 29 USPQ2d 2010 (Fed. 
assignees. See In re Goodman, 11 F.3d 1046, 

tcq r oh art 225 USPQ 645 (Fed. Cir. 
Cir. 1993); In re Longi, 759 F.2d 88/, ^ ud m 

19 85); m re Van a™* 686 F.2d 937, 214 USPQ 761 (CCPA 1982); 
in re Vcgel. 422 F.2d 438, 164 USPQ 619 (CCPA 1970), -and, In re 
Thorington, 418 F.2d 528, 163 USPQ 644 (CCPA 1969) . 

A timely filed terminal disclaimer in compliance with 37 CFP. 
1.321(c) may be used to overcome an actual or provisional 
rejection based on a nonstatutory double patenting ground 
provided the conflicting application or patent is shown to be 
commonly owned with this application. See 37 CFR 1.130(b). 

Effective January 1, 1994, a registered attorney or agent of 
record may sign a terminal disclaimer. A terminal disclaimer 
signed by the assignee must fully comply with 37 CFR 3.73(b) . 
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The following is a quotation of the appropriate paragraphs 
of 35 U.S.C. 102 that for, the basis for the rejections under 
this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was des ^ ril ° ed ^" ished under section 122(b), by 
1 an application for pat ent publ invent ion by the applicant 
another filed in the Unl ^ d . ^ e ^ at i ona J application filed under the 
for patent, except that an int ; e f na " ona ^,r\ he effect under this 
Sa'ty defined in section 351(a) shall hav th.^ ^ only 

subsection of a national ^^^f^ bating the United States was 
^.S^SScSr^MS - -h tity in the E n g lish language, 

(2) a patent granted on an application ^ ^^^^^ " 
the United States before the ^vention by the PP ^ 

except that a patent shall not be deemed ^ ^ internatlona l 

^KSS"f2^« ^rS-ne, in » 

Claim U is rejected under 35 U.S.C. 102(e) as bein, dearly 

. 1 /it c Patent No. 6,379,564). The 
anticipated by Rohrbach et al . (U.S. Patent * 

•i fiit-pr nf the type recited wherein an 
reference discloses an oil filter of tne typ 

antioxidant is retained in particles of a chemically active 
filter member (see col. 8, line 67; and col. 9, lines 4-6), and 
this is all that is required by claim 11. 

The following is a quotation of 35 U.S.C. 103(a) which forms 
the basis for all obviousness rejections set forth in this Office 



action: 



(a) a patent may not be obtained though the invention - -t^entically 
disclosed or described as set forth in ^tion ted and the 

differences between the ^]«t «tt« sougn v have been 

prior art are such that the subject matter as a w hav . ordinary 

obvious at the time the "^^"^ter pertains. Patentability 
shS notTe nega^by SeVannirL^hich ?he invention was made. 
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Claims 1-10 and 13-16 are reacted under 35 U.S.C. 103(a) as 
being unpatentable over Rohrbach et al. in view of DeJovine. 
Rohrbach et al. discloses the claimed invention with the 
exception of the specific type of antioxidant material employed 

lines 50-51, . DeJovine discloses treating lubricating oil with 
an antioxidant of the type recited, and it would have been 
obvious to one of ordinary skill in the art at the time the 
invention was made to substitute the antioxidant material of 
DeJovine for the antioxidant material of Rohrbach et al. (see 
col. 8, line 67), since this secondary reference antioxidant 
material is capable of preventing undesirable oxidation of 
lubricating oil in substantially the same manner as the 
antioxidant material of the primary reference, to produce 
substantially the same results. 

Applicant's arguments filed January 13, 2003 have been noted 
and carefully considered, but no longer appear to be relevant in 
view of the new grounds of rejection. However, the rejections 
based on DeJovine, with or without Bilski et al . , applied in the 
previous Office action, have been withdrawn because it is agreed 
that these references do not teach or fairly suggest an oil 
filter wherein an antioxidant material is retained in the oil 
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filter during use, as now recited in all of the claims in this 
application. 

Applicant's amendment, i.e. reciting that the antioxidant 
raaterial is reta ine d in the oil filter during use, necessitated 
the new grounds of rejection presented in this Office action. 
Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a) . 
Applicant is reminded of the extension of time policy as set 

forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action 
is set to expire THREE MONTHS from the mailing date of this 
action. in the event a first reply is filed within TWO MONTHS of 
the mailing date of this final action and the advisory action is 
not mailed until after the end of the THREE-MONTH shortened 
statutory period, then the shortened statutory period will expire 
on the date the advisory action is mailed, and any extension fee 
pursuant to 37 CFR 1.136(a) will be calculated from the mailing 
date of the advisory action. In no event, however, will the 
statutory period for reply expire later than SIX MONTHS from the 
date of this final action. 

Any inquiry concerning this communication or earlier 
communications from the examiner should be directed to I. Cintins 
whose telephone number is (703) 308-3840. The examiner can 
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normally be reached on Monday through Friday from 8:30 AM to 5:00 
PM. 

The fax phone numbers for this art unit are: (703) 872-9311 
for "Official" faxes after Final Rejection; (703) 872-9310 for 
all other "Official" faxes; and (703) 872-9492 for "Draft" and 
other "Unofficial" faxes. 

Any inquiry of a general nature .or relating to the status of 
this application should be directed to the Group receptionist 
whose telephone number is (703) 308-0661. 



Ivars C. Cintins 
Primary Examiner 
Art Unit 1724 




I. Cintins 
April 5, 2003 



